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. This Is a communication from the examiner In charge of your applicatlorr. 
COMMISSIONER OF PATENTS AND TRADEMARKS 

OFFICE ACTION SUMMARY '; > j ; . 

□^Ftesponslve to communication(s) filed on ~~~J - °t ~ ° ^* '. ' ''./-m. 

□ This action is FINAL. 

□ Since this application is in, condition for allowance except for formal matters, prosecution as to the merits Is closed in 
.^rrf=n^ iho nrartice under Ex parte Quayte, 1 935 D.C. 1 1 ; 453 O.G. 21 3. 



A shortened statutory period for response to this action Is set to expire / month(s), or thirty days, 

whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
. the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 

Disposition of Claims 

r^ff5telm(s) |~S.^ is/are pending In the application. 

Of the above claimfe) ; is/are withdrawn from consideration. 

□ Clalm(s) : is/are allowed. 

□ aaim(s) , ; is/are rejected. 

□ aalmfe) is/are objected to. 

pyfSalmte) l-SO a re subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review. PTO-948. ^ 

□ The drawing(s) filed on - - ■ i s/are objected to by the Examined ^ 

□ ThflpmpnsBririrawlnnnorrBCtton filed on Is □ approv^Q disapproved. 

□ The specification is objected to by the Examiner. - j^ >: 

□ The oath or declaration Is objected to by the Examiner. ^ . 

Priority under 35 U.S.C. § 119 

□ Acknowledgment is made of a dalm for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been . ' 



□ received in Application No. (Series Code/Serial Number) . - 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

'Certified copies not received: _ 



□ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
Attachment(s) 

□ Notice of Reference Cited, PTO-892 

□ Information Disclosure Statements. PTO-1449. Paper Note). 

□ interview Summary, PTO-41 3 

.□ Notice of Draftperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-1 52 

/ -SEE OFFICE ACTION ON THE FOLLOWING PAGES- 
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In response to the restriction requirement (election of species) of August 22, 
2002, applicants have elected the species of example 3, with traverse. The generic 
concept as depicted in claim 1 wherein W is aryl or 2,3 or 4-pyridyl, each of which is 
optionally substituted as depicted in the claim, T is as defined, X is as defined.^is 1, n 
is 1, R3 and R4 are hydrogen or alkyl provided that not both R3 and R4 are hydrogen, is 
identified for examination along with the elected species. The remaining subject matter 
of claims 1-6 and the subject matter of claims 38 to 40, 43, 44 and 47 to 49 stand 
withdrawn from further consideration under 37 CFR 1 .142 (b) as constituting other 
patentably distinct inventions. 

The withdrawn subject matter (indicated supra) is properly restricted as said 
subject matter differs in structure and element from the elected subject matter so as to 
be patentably distinct therefrom, i.e. a reference which anticipated but the elected 
subject matter would not even render obvious the withdrawn subject matter and the 
fields of search are not co-extensive. Moreover to not restrict the claimed subject 
matter would impose a burden on the search and examination of this application. It is 
further noted that applicants acknowledge that the various species claimed may be 
patentably distinct (Remarks, page 2 of the paper of November 13, 2002). 

Accordingly, the claims are drawn to more than a single invention and restriction 
as has been required is proper 37 CFR 1.142 (a). 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
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1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-6 are rejected under the judicially created doctrine of obviousness-type 

double patenting as being unpatentable over claims 1-47 of U.S. Patent No. 6,353,109. 

Although the conflicting claims are not identical, they are not patentably distinct from 

each other because the subject matter of the patent is essentially the same as that of 

the instant claims. The generic type claims 1-6 of the instant application differ from 

those of the patent primarily in variables R3 and R4 with the patent having C 1-3 alkyl 

while the instant claims have alkyl (i.e. patent claims 1-5). The instant claims 1-6 read 

on the species claims 6-47 of the patent. Thus the patent claims, being more specific, 

would anticipate the instant claims 1-6. 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 
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Claims 7-37, 41 , 42, 45, 46, and 50 are rejected under 35 U.S.C. 101 as claiming 
the same invention as that of claims 6-41 of prior U.S. Patent No. 6, 353, 109. This is a 
double patenting rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Ramsuer whose telephone number is 703-308- 
4534. The examiner can normally be reached on Monday-Friday, from 8:30a. m - 
5:00p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on 703-308-4537. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-3592 
for regular communications and 703-308-4556 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 



Ramsuer/T.G.D. 
January 24, 2003 




